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REMARKS 

In the outstanding Final Rejection, all claims were rejected only on the basis of 
obviousness. The Declaration filed in this application earlier showing unexpected and surprising 
results has been made of record but deemed insufficient. 

Reconsideration of that conclusion in view of the following remarks is respectfully 
requested. 

As was noted in In re Soni 34 USPQ2d 1 684, 1 687 and following (CAFC 1 995), 
Declaration evidence of unexpected results ordinarily suffices for purposes of nonobviousness: 

Mere improvement in properties does not always suffice to show unexpected 
results. Tn our view, however, when an applicant demonstrates substantially 
improved results, as Soni did here, and suites that the results were unexpected, 
this should suffice to establish unexpected results in the absence of evidence to 
the contrary. Soni, who owed the PTO a duty of candor, made such a showing 
here. The PTO has not provided any persuasive basis to question Soni's 
comparative data and assertion that the demonstrated results were unexpected. 
Thus, we are persuaded that the Board's finding that Soni did not establish 
unexpected results is clearly erroneous. 

The cases cited by the dissent arc not to the contrary. Neither De Blauwe, nor 
•Wood, nor Lindner requires a showing of unexpectedness separate from a 
showing of significant differences in result. Nor does Merck, which involved 
compositions understood to differ only in "a matter of degree." Those are not the 
facts here, where substantially improved properties were shown. Given a 
presumption of similar properties for similar compositions, substantially 
improved properties are ipso facto unexpected. The difficulty postulated by the 
dissent in distinguisliing substantial from insubstantial improvement is no greater 
than the PTO and the courts have encountered, successfully, for many years in 
making judgments on the question of obviousness. It is not unworkable; it is 
simply the stuff of adjudication. Nor does it change established burdens of proof. 
The PTO here established a prima facie case, the applicant responded to it with a 
showing of data, and the PTO made an inadequate challenge to the adequacy of 
that showing. 
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111 this application, Galyn Schulz, a highly experienced individual has staled in his 
Declaration filed in June, 2002 that the claimed process was surprisingly robust with respect to 
contaminants; note paragraphs 5-8 of the June, 2002 Declaration: 

5 That he has personally observed the operation of an embossing station such as 
described in Claim 1 above; that is, a roll having a Shore A hardness of greater 
than 90 was matched with an engraved rubber roll having a Shore A hardness of 
between 40 and 65, and the rolls were biased against each other and used to 
emboss paper sheet. More specilically, a female sleeve was engraved on a sleeve 
of Shore A 1 00 hardness and matched with a male roll made with a sleeve of a 
soft rubber material having a Shore A hardness of 60. 

6. That during such operation, various objects were purposely fed to the embossing 
nip 10 test its ability to pass contaminants without damage to the embossing 
station, including such objects as paper clips and coins. 

7. That such objects fed to a conventional embossing nip would cause extensive 
damage to matched embossing rolls, a steel/steel matched set, for example; 
however, it was surprisingly found that neither puper clips nor coins damaged the 
embossing rollers when the method of the invention of the above-noted patent 
application was employed. Following is an excerpt from a research report 
detailing operation of the method of the invention of the above-noted patent 
application: 

As part of the trial items such as a paper clip, a dime, and wadded paper 
were passed through the nip of the 100/60 durometer sleeves. The items 
were taped to the emboss roll and ran through the emboss nip five times. 
The emboss sleeves were examined with a 40X microscope and no 
damage could be detected on cither the 1 00 durometeT female sleeve or the 
60 durometer male sleeve. The emboss gap was set at 26 mils which was 
the emboss gap required to achieve the targeted 1 -ply tissue attributes. 
Also during the set up of the 100/60 durometer emboss sleeves there were 
some set up errors made, which results in the rolls being run mismatched 
at a supposed 0.010" emboss gap. Neither the 100 durometer female 
sleeve nor the 60 durometer male sleeve was damaged. 

8 That despite his more than twenty-five (25) years of experience with embossing, 
he found it surprising that the method of the invention could be employed to 
withstand contaminants such as coins fed to the nip without damage to the 
embossing rollers. Such damage is difficult (as well as expensive) to repair and 
leads to significant down time of expensive machinery. 
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The references cited, am '983 and G^e -617 com™ n0 diS c,osure „ rebut «. 
showng of unexpected resuhs; and accordingly, all claims should be allowed. 

^-^"-CUin^.Sand.Own^ 
be useful in resisting damage due to accumulated stickles. 

The Examiner has acknowledged that neither <w,„/, *•> 
. neitncr.se/iwfe nor Orupe contain any disclosure 

««« -o contaminants „r recycled paper as claimed. The conclusion that the Canned proce» 
»M<* obvrous in view of the deficiencies „f the refcrences is a 
conclusion that the Declaration is insufficient h nntenablc under Sent. 

This response is ^ fl|ed ^ . pamn ^ ^ ^ t ^ m<mth 

any addmonal extensions are quired, please consider mis a Pe,U«,„ therefore and charge our' 

Deposit Account No. 50-0935 . 

IfforanyreasonmeExamuter would like to discuss this application, the Fxatnineris 
invited to call at the number listed below. 



Respectfully submitted, 

Michael W. Ferrell 
Attorney for Applicants 
Reg. No. 31,158 

Ferrclls, PLLC 
P.O. Box 312 
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Facsimile: 703-266-6000 MAY 2 1 2003 

May 21, 2003 m 



Received from < 9732498331 > at 5/21/03 11:45: 13 AM [Eastern Dayflght Time] 



